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THE FIRST OFFICE ACTION 

(PCT application for entry into the national phase) 



The applicant filed a request for substantive examination on Year _Month Day_ According to Article 

35 paragraph 1 of the Patent Law, the examiner has conducted a substantive examination to the above-mentioned 
patent application. : 

□ According to Article 35 paragraph 2 of the Patent Law, Chinese Patent Office decided, on its own initiative to 
conduct a substantive examination to the above-mentioned patent application. 

2. ^ The applicant requested to take . 

Year i^Monthi_Daya8T on which an application is filed with thej£__p a tent office, as the priority date 

Year _Month_Day_ , on which an application is filed with the patent office, as the priority date' 

o m 'l^-^^-^y—' « ^cation is filed with fbe patent office, as the priority dale' 

3. □ The amended document® submitted by the applicant is/are not accepted because the said amendment(s) is/are 
not m conformity wjth the provision of Article 33 of the Chinese Patent Law. 

□ The Chinese translation of the annexes of the International Preliminary Examination Report. 

□ The Chinese translation of the amendments submitted under Article 19 of PCT . 

□ The amendments) submitted under Article 28 or Article 41 of PCT. 

□-The amendment(s) submitted under Rule 51 of The Implementing Regulations of the Patent Law 
The concrete reason(s) for not accepting the amendment^) is/are presented on the text of this Office Action 
4. □ The examination has been conducted on the initially filed Chinese translation of the text of the application. 
^ The examination has been conducted on the following text(s) : 
^Specification, page^J^Ai^i , as originally filed : 

page(s) , as the annexes of the International Preliminary Examination Report 

page(s) — £ . , as the amendment(s) submitted under Article 28 or 41 of PCT 

page(s) , as the amendments) submitted under Rule 5 1 of The Implementing 

Regulations of the Patent Law 

Claim, I ~ 8" as originally filed ' ' 



Law 

^Figure, 1 °? . as originally filed 



_,as the Chinese translation of the amendment(s) submitted under Article 1 9 of PCT 
_, as the annexes of the International Preliminaiy Examination Report 
_, as the amendment(s) under Article 28 or 41 of PCT 
as the amendment(s) under Rule 51 of The Implementing Regulations of the Patent 

, as originally filed 
as the annexes of the International Preliminary Examination Report 



, as the amendments) under Article 28 or 4 1 of PCT 

the amendments under Rule 5 1 of The Implementing Regulations of the Patent Law 
The following reference document(s) is/are cited by this notification: (the reference numeral(s) thereof will be 



asl 



5. $ 

used in the examination procedure hereafter) 



NO. 



i Reference No. and Title 

It 




Publishing ! 
(or the filing date of rivals) 
Year ^8" month 



5 : jpil-^ 861 
6. Concluding comments 6-Jp 6-^5^6A 

^ 0n ^ e T?etecSo n is not in conformity with the provision of Rule 18 of the L.plemepting Regulations 
of thePajentLjw. ^ ^ ^ ^ of Rule ]9 paragraph 3 of the Implementing 

in confolTOity with theprovision of Article 26 paragraph 3 of the Patent Law. 
n Se contend of the application are in contrary to Article 5 of the Patent Law and therefore are not 

pa teai table 

fc£ on the claims:. 



' : □ ClaimCs)^ 



f 



of the Patent Law 
□ Claim(s). 



the Patent Law. 
Claim(s)__U^£-^(- 



3 of the Patent Law. 
□ Claim(s) 



beJong(s) to non-patentable subject matter as prescribed in Article 25 

do(es) not possess novelty as requested by Article 22 paragraph 2 of 

do(es) not possess inventiveness as requested by Article 22 paragraph 

do(es) not possess the practical applicability as requested by Article 



^2r h 4 ° fthePatentLaW ' do(es) not comply with the provision of Article 26 paragraph 4 of the 

do(es) not comply with the pro vision of Article 31 paragraph 1 of the 



□ Claim(s). 
Patent Law. 

□ Claim(s) 

Patent Law. 

□ Claim(s) 



_do(es) not comply with the provision of Rule 20 to 23 of the 



Implementing Regulations of ^^^^ ^ provision of AHicle 9 of the Patent Law. 
□ riS- > ~ do(es) hot comply with the provision of Rule 12 paragraph 1 of the 

0 should, in his ob S «v»»o». «p«md ft. p.«»«H» of*. . «™<< <* 

-^^^=^-^ Kprmmp :\ . ,, four 

8. The applicant snou p y applicant is required to submit his observations withinffiHE 

.onth^up^rlcUVo^O^ 

the application shall be deeped to have _ £et . Drovision 0 f Article 33 of the Patent Law. The 

Examination . am p n(le d document(s) must be mailed or delivered to the Receiving Section 

„, J 3 ^,.^™lVX™£< * «» *— » - — 10 - - lhe 

ReC ^fwi»ou°<°bei„ g iavfted, 0,e apptan. and/or .he ag ». «ho»ld „», go .o .he Chinese Men. Office » i»,erview 

an examiner. 

9 The text of this Office Action contains Jl page(s), and has the following attachment(s): 

$ __X_co P ies of the cited references total^pages. ofEsamina<ion Dept . .For business 

Examination Section No.__ Examiner ^ ^ ^ ^ 
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Chinese Patent Application No.00802090.6 



(PIZS9940A) 



" TEXT OF THE FIRST OFFICE ACTION 

After examination, the opinions are provided as follows: 

(I) 

1. Claim 1 claims to protect a portable telephone. Reference 1 (CN1200609A) 
(refemng to line 21, page 2 to line 16, page 3; line 27, page 5 to line 1, page 8 of th 
specification of Reference 1 and figures 1 to 3, or referring to Page 4, Lines 12 to 20 
of the specification of the cognate application (JP #§fl ¥ 10-3272 5 8))ha S disclosed a 
nTl ' particu,arl y disclosed the technical features as follows- 

J tod: «o TV 5 . The differences between the technical features of Claim I and 

fr^Z^T^itl Cl3imS t0 Pr0t6Ct 3 P ° rtable ^ h ™> the "iiflT 

"T , i ^^^ B S ° Ught f ° r Pr ° tecti0n in Refere -e 1 has not been 

clearly indicated as a portable telephone. 

However, the differences mentioned above are the common knowledge for those 

!^l d " ^ SinCe the can be 

»**«■■. «»«»*«". etc. Therefore, the technical solutions To^TI 

ore° cTh m A ? 1 d ° eS C ° mply With ^ Pr ° Visi0n ° n inventiveness as 
prescribed in Article 22, paragraph 3 of the Patent Law of China since it does not 

possess any prominent substantive feature and does not represent a notable progress in 
comparison with Reference 1. ^ 

2. The technical features of the characterizing portion of Claim 2 which refers to 
Claim 1 have been dtsclosed in Reference 2 (JP #BW 10-65853A) (referring to Page 
2, Column 2, L,„e 30 to Page 3, Co lu mn 3, Line 6 of the specification of Reference 2, 
to particular. The following technical features have been disclosed- "7 T *->*V & 

above p' , ' fi, " C,i0n Pr0dU " d by * e technical r « "^Hcned 

above ,„ Reference 2 are the same as the function produced by the present technical 

features m the present mvention, i.e., converting the received internet information into 

a facsmule stgnal and then outputting the signal to an external component which 



inspires that the technical solutions of Claim 2 can be obtained by combining the 
Reference 1 and Reference 2, and such a combination is obvious for those skilled in 
the art. Therefore, when Claim 1 which Claim 2 refers to does not possess 
inventiveness in comparison with Reference 1, the technical solutions sought for 
protection in Claim 2 does not possess inventiveness as prescribed in Article 22 
paragraph 3 of the Patent Law of China since it does not possess any prominent 
substantive feature and does not represent a notable progress in comparison with 
Reference 1 and Reference 2. 

3. The technical features of the characterizing portion of Claim 3 which refers to 
Claim 1 have been disclosed in Reference 3 (JP WmW- 9-247293A) (referring to Page 
3, Column 3, Line 34 to Page 4, Column 5, Line 27 of the specification of Reference 
3). In particular, the following technical features have been disclosed- "Sf&NFWOK 

MKfc2H-5". It shows that the function produced by the technical features 
mentioned above in Reference 3 are the same as the function produced by the present 
technical features in the present invention, i.e., IJffl#f«P?if-^ fbfc^ L * ft $R 

> fVT KM ^fe£H-5 which inspires that the technical solutions of Claim 3 
can be obtained by combining Reference 3 and Reference 1, and such a combination 
is obvious for those skilled in the art. Therefore, when Claim 1 which Claim 3 refers 
to does not possess inventiveness in comparison with Reference 1, the technical 
solutions sought for protection in Claim 3 does not possess inventiveness as 
prescribed in Article 22, paragraph 3 of the Patent Law of China since it does not 
possess any prominent substantive feature and does not represent a notable progress in 
comparison with Reference 1 and Reference 3. 

4. The technical features of the characterizing portion of Claim 4 which refers to 
Claim 1 have been disclosed in Reference 4 (JP 11-88526A) (referring to Page 

2, Column 2, Line 27 to Page 3, Column 3, Line 17 of the specification of present 
Reference 4). In particular, the following technical features have been disclosed- 

'W-«fc5il{i£fT5". It shows that the function produced by the technical 
features mentioned above in Reference 4 are the same as the function produced by the 
present technical features in the present invention, i.e., notifying the mail address of a 
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person that has attempted the unanswered call of another contact used in case the 
incoming call to the portable telephone set is not answered, which inspires that the 
technical solutions of Claim 4 can be obtained by combining Reference 4 and 
Reference 1, and such a combination is obvious for those skilled in the art. Therefore, 
when Claim 1 which Claim 4 refers to does not possess inventiveness in comparison 
with Reference 1, the technical solutions sought for protection in Claim 4 does not 
possess inventiveness as prescribed in Article 22, paragraph 3 of the Patent Law of 
China since it does not possess any prominent substantive feature and does not 
represent a notable progress in comparison with References 1 and Reference 4. 

5. The technical features of the characterizing portion of Claim 5 which refers to 
Claim 1 have been disclosed in Reference 5 (JP 11-249867A) (referring to 

Page 2, Column 2, Line 42 to Page 3, Column 3, Line 37 of the specification of the 
Reference 5). In particular, the following technical features have been disclosed- 

h^m{sirZ£?{zmm^&Zm*-tZ". It shows that the function 
produced by the technical features mentioned above in Reference 5 are the same as 
the function produced by the present technical features in the present invention, i.e., 
for reading off internet information as a voice, which inspires that the technical' 
solutions of Claim 5 can be obtained by combining Reference 5 and Reference 1, and 
such a combination is obvious for those skilled in the art. Therefore, when Claim 1 to 
which Claim 5 refers does not possess inventiveness in comparison with Reference 1, 
the technical solutions sought for protection in Claim 5 does not possess inventiveness 
as prescribed in Article 22, paragraph 3 of the Patent Law of China since it does not 
possess any prominent substantive feature and does not represent a notable progress in 
comparison with Reference 1 and Reference 5. 

6. The technical features of the characterizing portion of Claim 7 which refers to 
Claim 1 have been disclosed in Reference 6 (JP ^Bflsp 6-225296A) (referring to Page 
2, Column 2, Line 27 to 43 of the specification of Reference 6). In particular, the 
following technical features have been disclosed: "^ : &W,i%l$M@L"r — £ £ 

S^jMsiSmfc-TVr:^-** bicmmZInZ" It shows that the function 
produced by the technical features mentioned above in Reference 6 are the same as 
the function produced by the present technical features in the present invention, i.e., 
sending information around the portable telephone set to the internet according to a 
request from outside, which inspires that the technical solutions of Claim 7 can be 
obtained by combining Reference 6 and Reference 1, and such a combination is 
obvious for those skilled in the art. Therefore, when Claim 1 to which Claim 7 refers 
does not possess inventiveness in comparison with Reference 1, the technical 
solutions sought for protection in Claim 7 does not possess inventiveness as 
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prescribed in Article 22, paragraph 3 of the Patent Law of China since it does not 
possess any prominent substantive feature and does not represent a notable progress in 
comparison with References 1 and Reference 6. 

en) 

According to Rule 18, paragraph 1 of the Implementing Regulations of the Patent 
Law of China, the specification shall include five parts as follows, technical field, 
background art, contents of the invention, description of figures, and mode of carrying 
out the invention. The headings in the specification of the present application do not 
comply with the above provision. 

Due to the above reasons, claims 1 to 5, 7 do not comply with the provision on 
inventiveness as described in Article 22, paragraph 3 of the Patent Law of China. The 
present application can not be granted under the current text. The applicant should 
submit new claims and/or specification according to the above opinions within the 
designated time limit. The amendments should not go beyond the initial disclosure of 
the specification and claims so as to comply with the provision of Article 33 of the 
Patent Law of China. If the applicant makes amendments complying with the 
provisions of the Patent Law of China and the Implementing Regulations of the Patent 
Law of China to the independent claims, then corresponding amendments may be 
made to the contents relating to the technical solution of the present invention in the 
part of contents of the invention. The present application will be rejected if the 
applicant can not overcome the above defects or fails to come up with sufficient 
reasons to prove that the present application does comply with the provisions as 
mentioned above within the response time limit as designated in the present Office 
Action. 



Examiner: Bi Yanhong 
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